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Claims 1-8 have been canceled. Claims 9-19 are at issue 
and are present for examination. 

Applicant's election with traverse of Group XXIII (Claims 
13-15 and 19 in the reply filed on 5/30/08 is acknowledged. The 
traversal is on the ground (s) that claims 9-12 and 17 should be 
induced with the elected invention as they are drawn to methods 
of modifying a phytase also. This is not found persuasive 
because claims 9-12 are not in fact drawn to methods of 
modifying a phytase but are drawn to methods of expressing a 
modified phytase. These are not the same thing, are separately 
classified (i.e., methods of mutating (elected claims) are 
classified in 435/440 while methods of expressing a modified 
phytase are classified in 435/196 and the groups do not share a 
special technical feature as explained in the restriction 
requirement and further shown in the art rejections herein. 
Furthermore, contrary to applicants statement, claim 17 is drawn 
to a protein and not to methods as recited in the elected 
invention. The recited protein of claim 17 does not share a 
special technical feature with the elected invention for the 
reasons presented previously. 

Applicants also noted that Groups X and XXI as previously 
defined recite the same thing. However, mere perusal of claims 
3-12 would have made it clear that this was merely a mistaken 
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statement of the subject matter of Group XXI which clearly 
should have said Group XXI, claim (s) 3-12, drawn to a nucleic 
acids, vectors and host cells encoding modified phytases and 
methods of making said phytases wherein said modified phytase 
has a modification of a residue within 5 amino acids and/or 6 A 
of the alpha carbon of residue 384 of the mature E. coli phytase 
designated EBC18B2 instead of Group XXI, claim (s) 3-12, drawn to 
a modified phytase having a modification of a residue within 5 
amino acids and/or 6 A of the alpha carbon of residue 384 of the 
mature E. coli phytase designated EBC18B2 which clearly is the 
subject matter of claims 1 and 2 (Group X) . The examiner 
regrets any confusion caused by the mistake. 

The requirement is still deemed proper and is therefore 
made FINAL. 

Claims 9-12 and 16-18 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b), as being drawn to a 

nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction 
(election) requirement in the reply filed on 5/30/08. 

Applicant is required to comply with the sequence rules by 
inserting the sequence identification numbers of all sequences 
recited in the specification and claims. It is particularly 
noted that claim 19 recites the nucleotide sequences of Figure 
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21 and the drawings (particularly Figures 3, 12, 14, and 19-21) 
include many sequences without any sequence identification 
numbers recited in the figure or brief description thereof. See 
particularly 37 CFR 1.821(d). 

Claims 13-15 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 13 is indefinite in the recitation of "sequence 
encoding an AppA phytase or encoding a natural variant thereof" 
as it is unclear what sequence this would encompass. Page 17 of 
the specification recites that "AppA phytase", as used herein, 
refers to a phytase protein derived from an Escherichia species, 
preferably from an E. coli strain, most preferably from the E. 
coli K-12 strain and page 25 of the specification states that by 
"natural variant" (of AppA phytase) is meant a naturally 
occurring amino acid sequence for an enzyme having phytase 
activity, which has been isolated from a source other than E. 
coli. A "natural variant" encompasses a native amino acid 
sequence "substantially identical" (as previously defined) , to 
the amino acid sequence of the mature E. coli phytase sequence 
designated EBC18B2 of Figure 12. Thus clearly the phrase 
■"^sequence encoding an AppA phytase or encoding a natural variant 
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thereof" encompasses the sequence encoding any naturally 
occurring E. coli phytase or any naturally occurring phytase of 
another source which is "substantially identical" (as previously 
defined) , to the amino acid sequence of the mature E. coli 
phytase sequence designated EBC18B2 of Figure 12. However, the 
definition of "substantially identical" on page 21 of the 
specification is unclear. The specification recites that the 
phrase "substantially identical" in the context of two nucleic 
acid sequences or polypeptides thus typically means that a 
polynucleotide or polypeptide comprises a sequence that has at 
least 60% sequence identity, preferably at least 80%, more 
preferably at least 90% and most preferably at least 95%, 
compared to a reference sequence using the programs described 
above (e.g., BLAST, ALIGN, CLUSTAL) using standard parameters. 
However, as this recites "typically means" this definition lacks 
clarity as the specification indicates that it does not always 
apply. Thus in certain undefined situations the term may not be 
limited to sequences having at least 60% identity to the 
reference sequence (i.e., the mature E. coli phytase sequence 
designated EBC18B2 of Figure 12 in the instant situation) . 
However, for further examination the phrase "sequence encoding 
an AppA phytase or encoding a natural variant thereof" is taken 
to mean the sequence encoding the mature E. coli phytase 
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sequence designated EBC18B2 of Figure 12 or any sequence 

encoding a naturally occurring phytase of another source which 

is at least 60% identical thereto. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122 (b) , by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351 (a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

Claims 13-15 and 19 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Short et al. (US Patent 6,720,014). 

Short teach methods of making variant phytases comprising 

error-prone amplification of a naturally occurring E. coll 

phytase nucleic acid, recombinant expression of the mutant 

nucleic acid (see for example column 7, lines 29-36, column 8, 

lines 11-17, and column 18, lines 41-48) and isolation of the 

mutant phytase. Short et al . teach that suitable recombinant 

hosts include E. coll and Bacillus subtilis (see column 36, 

lines 3-10). As such Short et al . anticipate all the claims. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Rebecca 
E. Prouty whose telephone number is 571-272-0937. The examiner 
can normally be reached on Tuesday-Friday from 8 AM to 5 PM. 
The examiner can also be reached on alternate Mondays 
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If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Nashaat Nashed, can be 
reached at (571) 272-0934. The fax phone number for this Group 
is 571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 



/Rebecca Prouty/ 
Primary Examiner 
Art Unit 1652 



